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Commissioner: 

This is an appeal brief for the above-captioned matter. A request for an extension of time 
accompanies this brief. 

I. Real Party In Interest 

The assignee and real party in interest is Shimano, Inc., a Japanese corporation having a 
principal place of business in Osaka, Japan. 

II. Related Appeals and Interferences 

There are no related appeals or interferences known to appellant, to the undersigned, or to the 
assignee which would directly affect, be directly affected by, or have a bearing on the Board's 
decision in the pending appeal. 
03/15/E005 HfiLIll 00000024 09766696 
01 FC:140S 



500.00 OP 



TIL Status of Claims 



Claims 1-82 are pending. Of those claims, claims 19-65 and 74-76 have been withdrawn 
from consideration, and claims 68 and 70-73 have been allowed. Claims 1-18, 66, 67, 69 and 77-82 
have been finally rejected and are under appeal. 



KAZUHIRO FUJII 
Application No.: 09/766,696 



IV. Status of Amendments 

No amendment to the claims was filed subsequent to final rejection. 

V. Summary of the Invention 

The present invention is directed to a bracket apparatus (10) for mounting a control device 
(e.g., motor (14), Fig. 1) to a bicycle frame (18), wherein the frame (18) has a bottom bracket shell 
(42), a seat tube (34) extending upwardly relative to the bottom bracket shell (42), a first chain stay 
(48A) extending rearwardly relative to seat tube (34), a second chain stay (48B, Fig. 3) extending 
rearwardly relative to seat tube (34) and a first seat stay (52A) extending rearwardly relative to seat 
tube (34) above first chain stay (48A). 

In a particular embodiment, the apparatus (10) comprises a bracket base (82) dimensioned for 
supporting the control device (14) at least partially above first chain stay (48 A) and at least partially 
below first seat stay (52 A) such that the control device (14) can be removed as a unit from bracket 
base (82). Bracket base (82) has a substantially horizontal upper surface (94, Figs. 5A-5B), wherein 
upper surface (94) is structured to receive a vertically downwardly directed force component from a 
portion of the control device (14) mounted above it, but the upper surface (94) does not form a part 
of the control device (14). Upper surface (94) extends laterally in a horizontal direction beyond the 
first bracket support (86) and the second bracket support (90) as best seen in Fig. 5C. Bracket base 
(82) also includes a mounting surface or flange (98) extending vertically upwardly from upper 
surface (94). 

A first bracket support (86) is provided for coupling bracket base (82) to first chain stay 
(48A), and a second bracket support (90) is provided for coupling bracket base (82) to first chain 
stay (48A). A bracket support bridge (78, Figs. 2-3) is adapted to bridge the first chain stay (48A) 
and the second chain stay (48B) for coupling the second bracket support (90) to the first chain stay 
(48A) and to the second chain stay (48B). 
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VI. Issues 

1) Whether claims 1-18, 66, 67, 69 and 77-82 are unpatentable pursuant to 35 U.S.C. § 103(a) 
as being obvious over Ethington (US 5,681,234) in view of Chappell (US 4,599,079). 

VII. Grouping of Claims 

It is submitted that the claims do not stand or fall together, and the appropriate arguments 
will be provided for claims that are considered separately patentable. 

VIII. Arguments 

1. Ethington and Chappell neither disclose nor suggest the subject matter recited in the claims. 

Logistically, it may be best to begin with claims 80 and 82. The preamble of claim 80 sets 
forth the structure of the bicycle as the environment in which the apparatus is to be used. The 
positively recited elements in claim 80 comprise a bracket base dimensioned for supporting the 
control device at least partially above the first chain stay and at least partially below the first seat 
stay such that the control device can be removed as a unit from the bracket base, wherein the bracket 
base has an upper surface that is structured to receive a vertically downwardly directed force 
component from a portion of the control device mounted above it. A first bracket support is provided 
for coupling the bracket base to at least one of the first chain stay and the first seat stay, and a second 
bracket support is provided for coupling the bracket base to at least one of the first chain stay, the 
seat tube, and the bottom bracket shell. Claim 82 is the same except the bracket base is dimensioned 
for supporting a motor. Of course, there is nothing wrong with defining the dimensions of a device 
in terms of the environment in which it is to be used. Orthokinetics, Inc. v. Safety Travel Chairs, 
Inc. . 806 F.2d 1565, 1575-76, 1 USPQ2d 1081, 1087-88 (Fed. Cir. 1986) 

Ethington discloses an automatic bicycle transmission wherein a power unit (50) is attached 
to a down tube (47) through clamp bands (65). The power unit (50) comprises a housing that houses 
actuators (48) and (54). The actuators (48, 54) comprise servo motors (1 12, 1 12') disposed in 
separate enclosed compartments formed by the housing. Servo motors (1 12, 112') have lead screws 
(1 16, 1 16') that extend through the intermediate interior housing wall and threadingly engage slides 
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(122, 122') which, in turn, slide within guides (124, 124') fixedly mounted to the housing. Slides 
(122, 122') are connected to cables (66, 68) that exit through the exterior housing wall. 

Chapell discloses an automatic derailleur shifter (12) attached to a chain stay (38). 

The office action indicates that it would be obvious to mount the Ethington power unit (50) 
to the chain stay in order to mount the power unit proximate the sensing device for a more compact 
arrangement. However, there is no motivation to mount Ethington' s power unit (50) on the chain 
stay because there is little benefit to placing the power unit (50) closer to the sensors. In fact, the 
proposed system would be less compact. It would require a greater length of the cable (78) that 
connects the power unit (50) to the controller (72) mounted on the top tube (74). Such an 
arrangement also would require running the connector cables (66) and (68) from the chain stays to 
the shift levers (46) and (52), thus creating a wiring nightmare. Functionally, the greater length of 
the connector cables (66) and (68) would create more play in the cables. Such a placement also 
would require the connector cables (66) and (68) to exit the power unit case at a more acute angle, 
thus increasing friction and wear on the cables, and the connector cables (66) and (68) would have to 
cross over to one side of the bicycle and be retained away from the wheel. The resulting connector 
cables (66) and (68) would be more exposed such that the rider may inadvertently shift the front or 
rear derailleur by inadvertently contacting the connector cables (66) and (68) with his or her legs or 
feet. 

The same argument applies to claim 1,17, 66, 78 and 79. 

Furthermore, the Ethington bracket base is not dimensioned for supporting the control device 
such that the control device can be removed as a unit from the bracket base. The Ethington housing 
(50) unitarily houses the actuators (48, 54). There is no way actuators (48, 54) can be removed from 
housing (50) as a unit. The same argument applies to claim 1, 66, 78 and 79. 

Claims 3 and 4 recite one or more of the bracket supports being laterally offset. There is no 
disclosure or suggestion of such features in the prior art, and the office action does not address them. 
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Claims 5 and 6 recite one or more of the bracket supports extending downwardly from a 
lateral side of the bracket base when viewed from a front of the bracket base. There is no disclosure 
or suggestion of such features in the prior art, and the office action does not address them. 

Claim 7 recites the bracket base including a mounting structure disposed on an upper surface 
thereof for mounting the control device above the bracket base. There is no disclosure or suggestion 
of such a feature in the prior art, and the office action does not address it. 

Claim 8 recites the bracket base including a mounting hole on the upper surface thereof for 
forming the mounting structure. There is no disclosure or suggestion of such a feature in the prior 
art, and the office action does not address it. 

Claim 9 recites the bracket base including a mounting flange extending upwardly from an 
upper surface thereof for mounting the control device to the bracket base. There is no disclosure or 
suggestion of such a feature in the prior art, and the office action does not address it. 

Claim 10 recites the mounting flange being disposed at a front of the bracket base. There is 
no disclosure or suggestion of such a feature in the prior art, and the office action does not address it. 

Claim 14 recites a threaded mounting opening formed in the second bracket support. There is 
no disclosure or suggestion of such a feature in the prior art, and the office action does not address it. 

Claim 17 recites a bracket support bridge adapted to bridge the first chain stay and the second 
chain stay for coupling the second bracket support to the first chain stay and to the second chain 
stay. There is no disclosure or suggestion of such a feature in the prior art, and the office action does 
not address it. 

Claim 66 further recites the upper surface of the bracket base not forming a part of the 
control device. The upper surface of Ethington's power unit (50) is part and parcel of the control 
device, since power unit (50) is the control device. 
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Claim 78 recites the bracket base having an upper surface that extends laterally in a 
horizontal direction beyond the first bracket support and the second bracket support. There is no 
disclosure or suggestion of such a feature in the prior art, and the office action does not address it. 



In view of the foregoing arguments, it is believed that the rejection of claims 1-18, 66, 67, 69 
and 77-82 should be reversed. 



IX. Conclusion 




Respectfully submitted, 



James A. Deland 
Reg. No. 31,242 



DELAND LAW OFFICE 
P.O. Box 69 

Klamath River, California 96050 
530-465-2430 
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APPENDIX 
The Claims On Appeal 

CLAIM 1. A bracket apparatus for mounting a separate self-contained control device for a 
bicycle transmission to a bicycle frame, wherein the frame has a bottom bracket shell, a seat tube 
extending upwardly relative to the bottom bracket shell, a first chain stay extending rearwardly 
relative to the seat tube and a first seat stay extending rearwardly relative to the seat tube above the 
first chain stay, wherein the apparatus comprises: 

a bracket base dimensioned for supporting the control device at least partially above the first 
chain stay and at least partially below the first seat stay such that the control device can be removed 
as a unit from the bracket base; 

wherein the bracket base has a substantially horizontal upper surface for substantially its 
entire length, wherein the upper surface is structured to receive a vertically downwardly directed 
force component from a portion of the control device mounted above it; 

a first bracket support for coupling the bracket base to at least one of the first chain stay and 
the first seat stay; and 

a second bracket support for coupling the bracket base to at least one of the first chain stay, 
the seat tube, and the bottom bracket shell. 

CLAIM 2. The apparatus according to claim 1 wherein the first bracket support is adapted to 
couple the bracket base to the first chain stay, and wherein the second bracket support is adapted to 
couple the bracket base to the first chain stay. 
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CLAIM 3. The apparatus according to claim 2 wherein at least one of the first bracket 
support and the second bracket support is laterally offset from a center of the bracket base when 
viewed from a front of the bracket base. 

CLAIM 4. The apparatus according to claim 3 wherein the first bracket support and the 
second bracket support are laterally offset from a center of the bracket base when viewed from a 
front of the bracket base. 

CLAIM 5. The apparatus according to claim 2 wherein at least one of the first bracket 
support and the second bracket support extends downwardly from a lateral side of the bracket base 
when viewed from a front of the bracket base. 

CLAIM 6. The apparatus according to claim 5 wherein the first bracket support and the 
second bracket support extend downwardly from a lateral side of the bracket base when viewed from 
a front of the bracket base. 

CLAIM 7. The apparatus according to claim 2 wherein the bracket base includes a mounting 
structure disposed on an upper surface thereof for mounting the control device above the bracket 
base. 

CLAIM 8. The apparatus according to claim7 wherein the bracket base includes a mounting 
hole on the upper surface thereof for forming the mounting structure. 

CLAIM 9. The apparatus according to claim 2 wherein the bracket base includes a mounting 
flange extending upwardly from an upper surface thereof for mounting the control device to the 
bracket base. 
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CLAIM 10. The apparatus according to claim 9 wherein the mounting flange is disposed at a 
front of the bracket base. 

CLAIM 11. The apparatus according to claim 2 wherein at least one of the first bracket 
support and the second bracket support is disposed at a front of the bracket base. 

CLAIM 12. The apparatus according to claim 1 1 wherein the first bracket support is disposed 
behind the second bracket support, and wherein the second bracket support is disposed at a front of 
the bracket base. 

CLAIM 13. The apparatus according to claim 2 wherein the first bracket support includes a 
first mounting opening, and wherein the second bracket support includes a second mounting 
opening. 

CLAIM 14. The apparatus according to claim 13 wherein the second mounting opening has a 
threaded inner peripheral surface. 

CLAIM 15. The apparatus according to claim 2 wherein an upper surface of the bracket base 
is substantially flat along substantially its entire length. 

CLAIM 16. The apparatus according to claim 2 wherein at least a portion of the first bracket 
support extends substantially parallel to the second bracket support. 

CLAIM 17. A bracket apparatus for mounting a control device for a bicycle transmission to a 
bicycle frame, wherein the frame has a bottom bracket shell, a seat tube extending upwardly relative 
to the bottom bracket shell, a first chain stay extending rearwardly relative to the seat tube and a first 
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seat stay extending rearwardly relative to the seat tube above the first chain stay, wherein the 
apparatus comprises: 

a bracket base for supporting the control device at least partially above the first chain stay; 
a first bracket support for coupling the bracket base to at least one of the first chain stay and 
the first seat stay; 

a second bracket support for coupling the bracket base to the first chain stay; and 
wherein the bicycle frame has a second chain stay extending rearwardly relative to the seat 
tube, and further comprising a bracket support bridge adapted to bridge the first chain stay and the 
second chain stay for coupling the second bracket support to the first chain stay and to the second 
chain stay. 

CLAIM 18. The apparatus according to claim 17 further comprising a clamping band for 
coupling the first bracket support to the first chain stay. 

CLAIM 66. A bracket apparatus for mounting a separate self-contained control device for a 
bicycle to a bicycle frame, wherein the frame has a bottom bracket shell, a seat tube extending 
upwardly relative to the bottom bracket shell, a first chain stay extending rearwardly relative to the 
seat tube and a first seat stay extending rearwardly relative to the seat tube above the first chain stay, 
wherein the apparatus comprises: 

a bracket base dimensioned for supporting the control device at least partially above the first 
chain stay and at least partially below the first seat stay such that the control device can be removed 
as a unit from the bracket base; 

wherein the bracket base has a substantially horizontal upper surface for substantially its 
entire length, wherein the upper surface is structured to receive a vertically downwardly directed 
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force component from a portion of the control device mounted above it, and wherein the upper 
surface does not form a part of the control device; and 

a bracket support extending from the bracket base for coupling the bracket base to at least 
one of the first chain stay, the first seat stay, the seat tube, and the bottom bracket shell. 

CLAIM 67. The apparatus according to claim 66 wherein the bracket base has a substantially 
horizontal mounting surface for mounting the control device to the bracket base. 

CLAIM 69. The apparatus according to claim 66 wherein the bracket base has a substantially 
vertical mounting surface for mounting the control device to the bracket base. 

CLAIM 77. The apparatus according to claim 66 wherein the bracket support extends 
downwardly from the bracket base. 

CLAIM 78. A bracket apparatus for mounting a separate self-contained control device for a 
bicycle transmission to a bicycle frame, wherein the frame has a bottom bracket shell, a seat tube 
extending upwardly relative to the bottom bracket shell, a first chain stay extending rearwardly 
relative to the seat tube and a first seat stay extending rearwardly relative to the seat tube above the 
first chain stay, wherein the apparatus comprises: 

a bracket base dimensioned for supporting the control device at least partially above the first 
chain stay and at least partially below the first seat stay such that the control device can be removed 
as a unit from the bracket base; 

a first bracket support for coupling the bracket base to at least one of the first chain stay and 
the first seat stay; 
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a second bracket support for coupling the bracket base to at least one of the first chain stay, 
the seat tube, and the bottom bracket shell; and 

wherein the bracket base has an upper surface that extends laterally in a horizontal direction 
beyond the first bracket support and the second bracket support. 

CLAIM 79. A bracket apparatus for mounting a separate self-contained control device for a 
bicycle transmission to a bicycle frame, wherein the frame has a bottom bracket shell, a seat tube 
extending upwardly relative to the bottom bracket shell, a first chain stay extending rearwardly 
relative to the seat tube and a first seat stay extending rearwardly relative to the seat tube above the 
first chain stay, wherein the apparatus comprises: 

a bracket base dimensioned for supporting the control device at least partially above the first 
chain stay and at least partially below the first seat stay such that the control device can be removed 
as a unit from the bracket base; 

wherein the bracket base includes a mounting surface extending vertically upwardly from an 
upper surface thereof, wherein the upper surface is structured to receive a vertically downwardly 
directed force component from a portion of the control device mounted above it; 

a first bracket support for coupling the bracket base to at least one of the first chain stay and 
the first seat stay; and 

a second bracket support for coupling the bracket base to at least one of the first chain stay, 
the seat tube, and the bottom bracket shell. 

CLAIM 80. A bracket apparatus for mounting a separate self-contained control device for a 
bicycle transmission to a bicycle frame, wherein the frame has a bottom bracket shell, a seat tube 
extending upwardly relative to the bottom bracket shell, a first chain stay extending rearwardly 
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relative to the seat tube and a first seat stay extending rearwardly relative to the seat tube above the 
first chain stay, wherein the apparatus comprises: 

a bracket base dimensioned for supporting the control device at least partially above the first 
chain stay and at least partially below the first seat stay such that the control device can be removed 
as a unit from the bracket base; 

wherein the bracket base has an upper surface that is structured to receive a vertically 
downwardly directed force component from a portion of the control device mounted above it; 

a first bracket support for coupling the bracket base to at least one of the first chain stay and 
the first seat stay; and 

a second bracket support for coupling the bracket base to at least one of the first chain stay, 
the seat tube, and the bottom bracket shell. 

CLAIM 81. The apparatus according to claim 80 wherein the upper surface is substantially 
horizontal from the first bracket support to the second bracket support. 

CLAIM 82. A bracket apparatus for mounting a separate self-contained motor that controls a 
bicycle transmission to a bicycle frame, wherein the frame has a bottom bracket shell, a seat tube 
extending upwardly relative to the bottom bracket shell, a first chain stay extending rearwardly 
relative to the seat tube and a first seat stay extending rearwardly relative to the seat tube above the 
first chain stay, wherein the apparatus comprises: 

a bracket base dimensioned for supporting the motor at least partially above the first chain 
stay and at least partially below the first seat stay such that the motor can be removed as a unit from 
the bracket base; 
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wherein the bracket base has an upper surface that supports the motor so as to receive a 
vertically downwardly directed force component from a portion of the motor mounted above it; 

a first bracket support for coupling the bracket base to at least one of the first chain stay and 
the first seat stay; and 

a second bracket support for coupling the bracket base to at least one of the first chain stay, 
the seat tube, and the bottom bracket shell. 
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